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DETAILED ACTION 
Response to Arguments 

1 . Applicanfs arguments filed 2/28/2006 have been fully cx)nsidered but they are not persuasive. 

2. Applicant argued Mertama failed to disclose receiving an email message at the source email 
server, wherein the email message is separate from the predetermined set of email messages stored on 
the source email server, wherein said email message has a destination email address in a first field, a 
code in a second field and an instruction in a third field, wherein said destination email address 
corresponds to a subscriber account on the remote email network. Applicant argued that Mertama*s 
message for perfomiing mail manipulation was not an "email message" and alleged it was an IMAP 
command. As per column 6, lines 9-40, IMAP was used in an electronic mail service implementation 
(lines 22-23) to transmit a message with commands to manipulate "electronic mail messages". The fact 
that a command was transmitted via an electronic mail protocol dictates that said command was an "email 
message". 

3. Applicant repeated the argument addressed in paragraph 2 with regard to claim 23. . 

4. Applicant repeated the argument addressed in paragraph 2 with regard to claim 38, 

5. Applicant repeated the argument addressed in paragraph 2 with regard to claim 44. 

6. Applicant repeated the argument addressed in paragraph 2 with regard to claim 49. 



Claim Rejections - 35 USC § 102 
7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis for 
the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 
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8. Claims 1-12, 15-29, 32-42, and 44-49 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Mertama et al. (U.S. Patent No. 6,629,130). 

9. In regard to claim 1 , Mertama disclosed receiving an email message at the source email sen/er, 
wherein the email message is separate from the predetermined set of email messages stored on the 
source email sen/er, wherein said email message has a destination email address in a first field, a code in 
a second field and an instruction in a third field, wherein said destination email address corresponds to a 
subscriber account on the remote email network; checking a database to determine a permission for the 
destination email address; and applying the instruction to the predetermined set of email messages if the 
permission is granted, Mertama sent a second message comprising information about processing a first 
electronic mail message. The processing was perfomied on the first electronic mail message by the 
server based upon the command in the second message. Column 2, lines 5-31 . A database was used to 
store appropriate information about the structure of email messages. Column 2, lines 35-40. The 
attributes of the messages in the database comprise the permissions for the destination email address. 
Column 2, lines 54-65. See further column 4, lines 53-65; column 5, lines 2-21 ; column 5, line 35 - 
column 6, line 8; column 6, lines 20-56. 

10. In regard to claim 2, Mertama is applied as in claim 1. Mertama further disclosed populating the 
database with subscriber email addresses corresponding to subscriber accounts authorized to remotely 
manage email messages. This is included in the database of the electronic mail server and the attributes 
relating to the content of said structural parts, as in column 2, lines 34-38. 

11. In regard to claim 3, Mertama is applied as in claim 2. Mertama further disclosed populating the 
database with a device type associated with each subscriber email address, and checking the database 
for the device type corresponding to the destination email address, determining if the device type is 
compatible with the instruction, and modifying the instruction according to the device type. This was 
shown in the detemnination of the conversion availability based upon available resources as shown in 
column 7, lines 4-29. 

12. In regard to claim 4, Mertama is applied as in claim 2. Mertama further disclosed receiving a 
second email message at the source email server, wherein said second email message comprises a local 
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subscriber's identification in a message sender field and wtierein said second email message comprises 
at least one subscriber email address in a message body field. The presence of sender and recipient 
infomnation in an ennail message is inherent to receiving said email message. 

13. In regard to claim 5, Mertama is applied as in claim 1. Mertama further disclosed ttie code 
comprises a predetermined data string and wherein tlie second field is a message subject field. The 
predetermined data string v^as an IMAP parameter string as taught in column 6, lines 41-56. The 
additional parameters included the message subject field. For an example, see column 6, lines 20-40, 
where a FETCH command (predetermined data string) was accompanied by a command argument such 
as BODY, which denoted a structure of the message. The message subject field is a structure of the 
message fitting the definition of column 6, line 31 and 34-40. 

14. In regard to claim 6, Mertama is applied as, in claim 1. Mertama further disclosed the first field is 
a message sender field. This was included in the IMAP parameter string illustrated in column 6, lines 41- 
56. 

15. In regard to claim 7, Mertama is applied as in claim 1, Mertama further disclosed the code 
comprises a predetermined data string and wherein the second field comprises a message addressee 
field. This was included in the IMAP parameter string illustrated in column 6, lines 41-56. 

16. In regard to claim 8, Mertama is applied as in claim 7. Mertama further disclosed the 
predetermined string corresponds to an email account on the source server. The IMAP parameter string 
illustrates the usage of an email field in column 6, line 53. 

17. In regard to claim 9, Mertama is applied as in claim 1. Mertama further disclosed sending an 
information message to the destination email address if the permission is denied. See column 7, lines 
20-24, which denotes the messages BAD and NO denoting the inability to perfonm the necessary email 
conversion. 

18. In regard to claim 10, Mertama is applied as in claim 1. Mertama further disclosed the instruction 
is a retrieve command, and wherein in response to said instruction, sending the predetermined set of 
email messages to the destination email address. See the IMAP FETCH command in column 6, lines 20- 
40. 
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19. In regard to clainn 1 1 , Mertama is applied as in claim 1 . Mertama further disclosed the instruction 
comprises a command and a criteria, and wherein in response to said instruction, searching a mailbox 
associated with the subscriber account to select the predetermined set of email messages according to 
the criteria. The parameters and command arguments denoting the structure of the email messages 
taught this in column 6, lines 20-56. 

20. In regard to claim 12, Mertama is applied as in claim 11. Mertama further disclosed the 
command is a retrieve command. See the FETCH command of column 6. 

21 . In regard to claim 15, Mertama is applied as in claim 1 1 . Mertama further disclosed the criteria 
comprises a sender's name string. The parameters and command arguments denoting the structure of 
the email messages taught this in column 6, lines 20-56. 

22. In regard to claim 16, Mertama is applied as in claim 1 1 . Mertama further disclosed the criteria 
comprises a subject string. The parameters and command arguments denoting the structure of the email 
messages taught this in coluhin 6, lines 20-56. 

23. In regard to claim 17, Mertama is applied as in claim 1 1 . Mertama further disclosed the criteria 
comprises a date string. The parameters and command arguments denoting the structure of the email 
messages taught this in column 6, lines 20-56. 

24. In regard to claim 18, Mertama is applied as in claim 11. Mertama further disclosed the criteria 
comprises a Boolean operation and a plurality of date strings. The parameters and command arguments 
denoting the structure of the email messages taught this in column 6, lines 20-56. 

25. In regard to claim 1 9, Mertama is applied as in claim 1 1 . Mertama further disclosed the criteria 
comprises a subject string and a sender's name string. The parameters and command arguments 
denoting the structure of the email messages taught this in column 6, lines 20-56. 

26. In regard to claim 20, Mertama is applied as in claim 1 1 . Mertama further disclosed the criteria 
comprises a recipient name string. The parameters and command arguments denoting the structure of 
the email messages taught this in column 6, lines 20-56. 
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27. In regard to claim 21 , Mertama is applied as in claim 1 . Mertama further disclosed the third field 
comprises a message body field. The BODY structure of the email was explicitly stated in column 6, line 
29. 

28. In regard to claim 22, Mertama is applied as in claim 1 . Mertama further disclosed the instruction 
comprises a null string and performing a default action on the predetermined set of email messages. 



Column 5, 1 
29. Cla 



30. 
31. 
32. 
33. 
34. 
35. 
36. 
37. 
38. 
39. 
40. 
41. 
42. 
43. 



Cla 
Cla 
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Cla 
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Cla 
Cla 
Cla 
Cla 
Cla 
Cla 
Cla 
Cla 



nes 7-13 disclosed sending the email without conversion, or performing a default action. 



m 23 is substant 
m 24 is substanti 
m 25 is substanti 
m 26 is substant 
m 27 is substant 
m 28 is substant 
m 29 is substant 
m 32 is substant 
m 33 is substant 
m 34 is substant 
m 35 is substant 
m 36 is substant 
m 37 is substanti 
m 38 is substanti 



ally 
ally 
ally 
ally 
ally 
ally 
ally 
ally 
ally 
ally 
ally 
ally 
ally 
ally 



he same as claims 1 and 2. 
he same as claim 9. 
he same as claim 3. 
he same as claim 4. 
he same as claim 10. 
he same as claim 11. 
he same as claim 12. 
he same as claim 15. 
he same as claim 16. 
he same as claim 17. 
he same as claim 1 8. 
he same as claim 19. 
he same as claim 20. 



he same as claims 1 and 2. 
In regard to claim 39, Mertama is applied as in claim 38. The presence of a message subject 
field is inherent to Mertama, as illustrated in the description of the "message structure" in column 6, lines 
20-40. 

44. In regard to claim 40, Mertama is applied as in claim 38. The presence of a message addressee 
field (recipient) is inherent to Mertama, as illustrated in the description of the "message structure" in 
column 6, lines 20-40. 
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45. In regard to clainn 41 , Mertama is applied as in claim 38. Mertama further disclosed the second 
email message further comprises an instruction in a second predetermined field, and wherein said 
method further comprises the step of processing said instruction to manipulate the first email message 
according to the instruction. See column 2, lines 1 0-1 8. 

46. In regard to claim 42, Mertama is applied as in claim 41 . The presence of a message body field 
is inherent to Mertama, as illustrated in the description of the "message structure" in column 6, lines 20- 
40. 

47. Claim 44 is substantially the same as claim 1 . 

48. Claim 45 is substantially the same as claim 39. 

49. Claim 46 is substantially the same as claim 21 . 

50. Claim 47 is substantially the same as claim 41 . 

51 . Claim 48 is substantially the same as claim 2. 

52. Claim 49 is substantially the same as claims 1 and 2. 

Claim Rejections -35 use §103 

53. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

54. Claims 13-14, 30-31 and 43 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Mertama in view of Crispin (RFC 1 730: Internet Message Access Protocol - Version 4, December 1 994). 

55. In regard to claim 13, Mertama is applied as in claim 11. Mertama discloed the use of the IMAP4 
protocol, but failed to explicitly disclose the use of a delete command. Crispin, in the standard for the 
IMAP4 protocol, disclosed that such a delete command was present in IMAP4 in section 6.3.4. Therefore 
it would have been obvious to one of ordinary skill in the art at the time of the invention to use any IMAP4 
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command available with the Mertama invention, including a delete command, since Mertama explicitly 
disclosed the use of a MIME-compatible IMAP4 electronic mail protocol in column 6, lines 8-11. 

56. In regard to claim 14, Mertama is applied as in claim 11. Mertama disclosed the use of a retrieve 
command in the rejection of claim 1 2. The rejection of claim 1 3 disclosed the ability for Mertama to 
support a delete command. 

57. Claim 30 is substantially the same as claim 13. 

58. Claim 31 is substantially the same as claim 14. 

59. In regard to claim 43, Mertama is applied as in claim 38. As previously shown in claim 13, the 
ability to delete an email was an obvious variant on Mertama. Therefore it would have been obvious to 
one of ordinary skill in the art to delete a message as taught in Crispin on the Mertama invention for the 
purpose of conserving unused resources. 

Conclusion 

60. The prior art made of record and not relied upon is considered pertinent to applicant's disclosure. 

61 . Graham, Jay. "Enterprise Wide Electronic Mail using IMAP." Proceedings of the 2/^ annual 
ACM SIGUCCS Conference on User Services: Mile High Expectations . ACM Press. November 1 999. 
83-85. 

62. Berchtold, Stefan et al. "SaveMe: A System for Archiving Electronic Documents Using 
Messaging Groupware." Proceedings of the International Joint Conference on Work Activities 
Coordination and Collaboration . March 1999. ACM Press. 167-176. 

63. Hoffman, Paul. Tutting it Together: Designs on Internet Mail." netWorker . Volume 2, Issue 1. 
March 1998. pp 19-23. 

64. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time policy as set forth 
in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE MONTHS from 
the mailing date of this action. In the event a first reply is filed within TWO MONTHS of the mailing date 
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of this final action and the advisory action is not nnailed until after the end of the THREE-MONTH 
shortened statutory period, then the shortened statutory period will expire on the date the advisory action 
is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 



MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Jeffrey R. Swearingen whose telephone number is (571) 272-3921 . The examiner can 
normally be reached on M-F 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Jason Cardohe can be reached on 571-272-3933. The fax phone number for the organization where this 
application or proceeding is assigned is 571-273-8300. 

Infomiation regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status infomnation for published applications may be obtained from 
either Private PAIR or Public PAIR. Status infomnation for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic Business Center (EBC) 
at 866-21 7-91 97 (toll-free). ^ 



the advisory action. In no event, however, will the statutory period for reply expire later than SIX 




Jason Cardone 
Supervisory Patent Examiner 
Art Unit 2145 



